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Preface 

 Stop!   
 
          Is this book addressed to you? 
 
         This book is for patent practitioners –attorneys and agents – with at 
least two years patent drafting experience, and for house counsel who wish 
to understand policy implications for the patent applications they draft.   
 
          Thus, familiarity with the fundamentals of patent practice is the 
starting point for use of this book.  The reader thus starts, here, with the 
knowledge of how to construct individual claims, the law of inventorship, 
and a detailed knowledge of the state of the art.    

 

 There are many different ways to view substantive patent law and practice.    

Many texts look to substantive patent law and particularly to patent drafting 

through the hindsight lens of high stakes and well publicized patent litigation as it 

is concluded at the appellate stage.  The individual elements of how claims can be 

drafted and how a specification can be written are seen through this rearward 

approach.  This work instead takes a business approach to a prospective view of 

patent drafting and what should be accomplished in drafting a business-based 

application.   Above all, the primary focus of this book about drafting the 

application in the first instance, drafting the very first application that will serve as 

the priority base for most patents.  (Indeed, most patents claim priority based upon 

at least one provisional application or parent of a continuation, continuation-in-part 

or divisional or an overseas Paris Convention priority application.)   The special 

role of this “first” first-to-file application is the particular focus of § 1[a][3], First 

Application Elements in a First-to-File World. 
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 This book is addressed to patent practitioners who already know the 

fundamentals of claim drafting and the elements of patent drafting, but, here, are 

provided with a holistic approach that focuses on the essentials necessary for a 

quality filing in a timely manner under first-to-file. 

 A second focus of this book is on the post grant challenges at the Patent and 

Trademark Office Patent Trial and Appeal Board.   Here, drafting is considered 

from the standpoint of avoiding problems at the PTAB when the drafted 

application becomes a patent – and is then fair game in a PTAB challenge, as 

discussed under heading (II),  Top Ten Drafting Steps to Mitigate PTAB 

Formalities Challenges. 

 Finally, it can be seen that there are some very simple reforms the Patent 

Office can make to improve the system that will result in better drafted patent 

applications:   How can one create quality patents without a quality application in 

the first instance, as discussed under heading (III),   Low Hanging Fruit:  Near 

Term PTO Reforms. 

 (I)  Keys to a Premium Priority Filing in the Shortest Time 

 This book takes a holistic approach to patent drafting to provide a simplified 

patent application that is more efficiently drafted and provides better protection 

than the more complex application one would prepare if one were to follow the 

guidance of the Manual of Patent Examining Procedure. 
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 The focus of this book is on a quality first filing that takes no shortcut to the 

drafting of the necessary elements for a first filing, while an almost equally 

important objective is to permit the most efficient filing that thus produces a work 

product with the earliest filing date, the watchword of any first-to-file system.  

While the various aspects of these goals and how they are met are found in diverse 

sections of this book, all are tied together in § 1[a][3], First Application Elements 

in a First-to-File World.  In particular, a primary emphasis is placed on several key 

elements for the first filing.  See § 1[a][3][D], Essential Elements for a First Filing, 

while at the other end of the spectrum features sometimes or commonly found in 

patent applications are entirely eliminated.  See § 1[a][3][F],  Elements that Should 

NOT be in a First Filing. 

  

Above all, this book is focused on the preparation of a premium quality first 

filing for priority in a first-to-file world.  While the book throughout teaches 

various aspects of this strategy, everything is tied together in § 1[a][3], First 

Application Elements in a First-to-File World as discussed in the preface, Keys to 

a Premium Priority Filing in the Shortest Time. 
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Two Reasons to Rethink Patent Drafting Techniques 

  There are two major reasons at this point in time to completely rethink the 

patent drafting process.  First, and most obviously, the changes in the Leahy Smith 

America Invents Act represent the most serious revision of the American patent law 

since at least the 1836 creation of the modern patent examination system.   

Simplified, streamlined patent filing procedures are manifestly necessary in view 

of the introduction into the United States of the now global system of first-to-file.  

See § 1[a][1],  Cold Reality of First-to-File.  Procedural changes, too, bring 

challenges to patent validity home to the average patent practitioner such as the 

current reality that any new patent application drafted today will be subject to a 

Post Grant Review (PGR) proceeding immediately after grant.   

 

 More subtle is the fact that the Manual of Patent Examining Procedure does 

not comport with a best practices patent filing regime.  To the contrary, the Manual 

all too often has antiquated advice that has negative consequences both for the 

applicant as well as increasing the workload of the examiner.  See § 1[a][2],  Need 

to Abandon the Manual as Teacher of Patent Law. 

 

Out of Date Procedures that Don’t Mesh with First-to-File 

 Nearly half of all patents granted today have gone through the wringer of at 

least one refiling in what is often a contentious and protracted give and take with 

the Patent Examiner, often with an at best ambiguous prosecution history that casts 

doubt on the breadth of protection or the validity of the claims – or both.  A major 

reason for this problem is the piecemeal approach that is too often taken where 

applicants take a series of actions which, individually, may be fine, but collectively 

overwhelm the examination process.  On the one hand, the Examiner is unable to 
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wade through the many issues presented in a manner to fit within time 

requirements.  On the other hand, the Examiner is unable to catch the small formal 

matters of lesser importance to the applicant and the public, but items which are 

considered by Quality Review:  If the case is allowed, then Quality Review steps in 

to “grade” the Examiner. 

A Best Practices Approach 

 In contrast to the piecemeal approach, here, a holistic view to patent drafting 

is taken.  This means in the first instance a focus on the critical elements necessary 

for an optimum patent document with each element balanced as part of the whole.  

The focus, here, is on a minimal set of claims (but with all claims necessary to 

satisfy the business interests of the applicant), a laser focus on a Summary of the 

Invention with all features necessary for examination and an absence of any 

Background of the Invention or prior art citation, discussion or argumentation. 

 Simplicity is the watchword of this holistic approach. 

 Five or six or seven claims are presented – instead of fifty or sixty or 

seventy. 

 Everything the examiner needs to know about the claimed invention is 

housed in a concise Summary of the Invention including definitions of terms at the 

point of novelty and examples of elements of the claimed invention. 

 Seven or eight prior art references are cited (but not characterized or 

otherwise argued) in a parallel Information Disclosure Statement (instead of any 

prior art reference in the specification and instead of seventy or eighty citations). 
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An Early, Complete Examination for the First Filing 

 The simple application envisioned in this book should receive a complete 

examination within the short time frame allocated for each case.   

 This means that any ambiguities that would raise an issue under Section 112 

for support or claiming particularity will be raised – and can then either be 

obviated by amendment or clarified to create a clean prosecution history.  This will 

help in a defense of a Section 112 attack at the Patent Trial and Appeal Board in a 

Post Grant Review. 

 This means that the examiner will have confidence in allowing a patent 

without refiling, confident that he has caught all of the items necessary for a 

complete examination. 

 “Simplicity” goes beyond a focus on what should be included in the 

application.   “Simplicity” also means avoiding inclusion of features that in the 

past have been included in an application but should not be included in the 

application such as  the “gist” of the invention, “field of the invention”, “object” of 

the invention; “problems” faced by the inventor;  “thrust” of the invention, “heart” 

of the invention,  “essence” of the invention; “essential” feature of the invention; 

“key feature” of the invention; “key feature” of the invention; “nature” of the 

invention; “inventive concept”; “novel element” of the invention; and  thrust” of 

the invention. 
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The Simple Application as the Shortest and Best Path to Allowance 

 Defenders of a more complex patent filing point to the right to file as many 

claims as desired and the right to cite an endless stream of prior art references.  

Lost in the shuffle is the fact that the exercise of such rights frustrates the 

possibility of allowance, and, in extreme cases, guarantees that an application will 

never be allowed without refiling or a Request for Continued Examination.  

A reality check is provided in the three “Simplicity” sections of  the first chapter, 

and particularly § 1[h],  Simplicity,  Why the Holistic Approach is Necessary. 

 

Exceptionally, Chapter Four provides a detailed discussion of the law of 

priority based upon an earlier filing.  The disclosure standard for priority is now in 

play for more than fifty percent of all patents that are granted:  Most patents are 

based upon at least one of a domestic continuing priority application under Section 

120, a Request for Continued Examination or a Paris Convention priority 

application.   There is a greater misunderstanding of priority standards than other 

areas of patent law.  

Some Aspects of the Manual are Bypassed 

 To be sure, the best practices approach set forth in this book does not 

completely follow the guidance of the Manual of Patent Examining Procedure.  

For the patent law expert familiar with official guidance from either the European 

Patent Office or the Japan Patent Office this comes as a jarring reality. 

  



Wegner, Patent Drafting, A Holistic Approach (1st ed.  2015) 

11 
 

 How can the guidance from an official source be deliberately avoided? 

 The answer in major part is due to the fact that some of the procedures in the 

Manual of Patent Examining at one time were in furtherance of the patent law of 

the time but in the meantime the underlying law behind the ongoing practice in the 

Manual of Examining Procedure has been abolished.  (This is the case with the 

1836 statutory requirement to disclose the “nature” of the invention which has not 

been a part of the patent law since January 1, 1953.)  Other aspects of the law are 

anachronistic and serve no useful function.  (The requirement for an Abstract… is 

from the pre-internet days to assist patent searches; the original purpose has 

disappeared in the era of internet searching.)  Other practice points simply lack 

statutory basis or make no practical sense. 

 For anyone who is willing to follow the advice in this book without studying 

the underlying basis for the “best practices” approach outlined here, it is 

unnecessary to study the complexities of Chapter Six, Manual of Patent Examining 

Procedure.  This chapter is reserved for anyone who wants to make a detailed 

study of the basis for the best practices approach that sharply departs from the 

Manual of Patent Examining Procedure.  
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(II)  Top Ten Drafting Steps to Mitigate PTAB Formalities Challenges 

 

            Heretofore post grant challenges through the Inter Partes Review (IPR) 

have focused upon prior art issues.   Formalities challenges have not taken place 

through Post Grant Review (PGR) simply because the PGR provision is not 

retroactive to patents filed under the old law.   Now, for first filings “today” any 

patent will be subject to the PGR post grant review that includes formalities. 

 

      A Top Ten List of actions at the drafting stage is provided in a special chapter 

devoted to avoiding or mitigating patent challenges under the new PGR 

proceedings.  See Chapter 7, Prophylactic  Drafting to Mitigate Post Grant 

Challenges. 

(III)  Low Hanging Fruit:  Near Term PTO Reforms 

Two reforms are proposed in Chapter 8, Near Term PTO Reforms, 

Harvesting the Low Hanging Fruit, a better system to compel patent registration 

candidates to have a better practical understanding of the drafting process, § 8[a], 

MPEP, a Failed Statutory Mandate to Teach Practitioner Skills, and also to 

forcefully deal with “gamesmanship” that is rewarded today and not punished, 

§ 8[c], Drafting Gamesmanship, Abusive Business Techniques. 
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 The statute authorizing practitioner licensure does not give the Patent Office 

free rein to arbitrarily focus its testing on procurement rules at the expense of the 

primary task to see that practitioners can, in the first instance, write a decent patent 

application:   The critical, primary task of the patent draftsman is to draft a quality 

patent application.  How can the Office hope to provide a quality patent as the 

output product of the Office unless the initial application has a high quality level?  

Thus, in the first instance, the statute requires the applicant to show that he is 

possessed of patent drafting skills.   A proposal is made to modify the licensure 

examination and provide materials that – taken together – will better ensure such 

draftsmanship skills. 

 The overwhelming majority of patent practitioners are straightforward, 

honest folks who are doing their best to seek patent protection for the innovative 

community.  A few work on the fringes of the system.  Instead of focusing their 

efforts on a narrow set of five or six claims, a few present eve hundreds of claims, 

either in a single application or a set of parallel applications.   Nothing should 

impair the right of an applicant to present as many claims as necessary to define an 

invention.  No arbitrary limit on the number of claims should be instituted.  But, 

the Office must consider implementation of reforms well within its authority, as 

exemplified in § 8[c][7], Examiner as the “Patent Policeman”.   
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4[c][4] A Few, Finely Focused Claims  
4[c][5] Identical Supporting Disclosure should be Maintained 
4[c][6] Clear Demarcation of New vs. Old Text 
4[c][7] A Tailored “Background of the Invention” 
4[c][8] Adding Disclosure to Support Nonobviousness 
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5.  Citation of Prior Art 
 
5[a]  Citation, not Characterization, of the Prior Art 
5[a][1]  Citation versus Characterization of Prior Art 
5[a][2]  Avoiding any admission of Prior Art Status 
 
5[b] Information Disclosure Statement (IDS) 
5[b][1]   The Duty to Disclose under Rule 56 
5[b][2]  “Information” Important to the Examiner 
5[b][2][A]   Content of an Information Disclosure Statement 
5[b][2][B]  Form of Submission 
5[b][3] Cumulative Prior Art Should not be Cited 
5[b][3][A] “[M]arginally relevant documents” should not be Cited 
5[b][3][B] “Cumulative” Prior Art Defined 
 
 
6.  Manual of Patent Examining Procedure (MPEP) 
 
6[a]  The Manual, a Tertiary Level of Authority 
6[b]   An Applicant’s Right to Rely upon Manual Procedures 
6[c] The Federal Circuit Selectively Follows the Manual 
 
6[d] The Manual, Origins and Purpose 
6[d][1]  The 1920 Origins of the Manual  
6[d][2] The 1949 First Edition, the Examiner’s Procedural “Bible”  
6[d][3]  Authorship of the Early Editions of the Manual 
6[d][4]  The Manual as a Guide to Permitted Procedures 
6[d][5] Theoretical Advice as a Practice Guide  
6[d][6]  Manual as the Primary Teaching Tool for Practitioners 

 
6[e] Guidance on how to Draft a Meaningful Patent Application 
6[e][1]   Some Manual “Rules” are not based on the Current Patent Law 
6[e][2]   “Most Attorneys Follow the Manual” 
6[e][3]  The Manual does not Show how to Gain Meaningful Coverage 
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6[f]  Lessons to be Learned from the Manual 
6[f][1] Gaining Allowance, without Validity Focus 
6[f][2] Allowance through a More Circuitous Route 
6[f][3]  Allowance with Undercut Substantive Rights  
6[f][4]   Manual Guidance, Some Good, Some Less Relevant 
6[f][5]  Danger in MPEP Reliance, Hill-Rom, a Case Study    
6[f][5][A]  Outdated Advice on Practice Changes 
6[f][5][B]  Reluctance to Admit Repudiation of Patent Office Practice 
6[f][5][C]  “Basic Nature” of the Invention 
6[f][6]  Applications filed on “Carbon Paper”, Outdated Advice 

 
6[g]  Judicial Guidance on Non-Statutory Patentability Requirements 
6[h] The “Gist” as an Example of an Antiquated Requirement 
 
6[i] “Summary of the Invention” and the Glossary Initiative  
6[i][1]  Patent Office Rule 73 and MPEP 608.01(d)    
6[i][2]  What the Manual Should (but doesn’t) Require 
6[i][2][A] Verbatim Recitation of the Claim Language 
6[i][2][B] Exemplification of Claim Elements 
6[i][2][C]  Definitions at the Point of Novelty 
6[i][2][D] Cabining the “Broadest Reasonable Interpretation” 
 
6[j] “Nature of the Invention” Rule without Current Statutory Basis 
6[j][1]  The 1949 First Edition Correctly Cited the “Nature” Rule 
6[j][2]  Early Statutory Origins for the “Nature” Requirement 
6[j][3] The 1870 Law Mandating Claims to Define the Invention 
6[j][4]  Definition of Infringement in the 1952 Patent Act 
 
6[k]  Background of the Invention    
6[k][1] “Field of the Invention” 
6[k][2]  Prior Art “Information” 
6[k][3]  Discussion of “Problems” of the Invention 
6[k][4]   Problems with a “Background” Section 
6[k][5]  KSR-Related Problems with “Problems” 
6[k][6]  PTAB Equates “Background” as “Admitted Prior Art” 
6[k][7]  Most Applicants Include a Background  
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6[l]   Abstract of the Disclosure 
6[l][1]  No Penalty for an Abstract that Defines the Invention  
6[l][2]  Abstract may lead to a Judicially Narrowed Claim Interpretation 
6[l][3]  PCT Abstract Information 
6[l][3]  PCT Abstract Information 
6[l][3][A] The “Pro-Gist” Requirements for PCT Applications 
6[l][3][B] The “Anti-Gist” Reality Elsewhere in the Manual 
 

7.  Prophylactic  Drafting to Mitigate Post Grant Challenges 
 
7[a]  Creating an Environment for a Simple, Complete Prosecution 
7[b]  Citation but not Characterization of the Prior Art  
7[c]  “Claims First” Patent Draftsmanship 
7[d]  Avoiding Sideshows to the Main Event  
7[e]  Withholding a Showing of Nonobviousness for the PTAB Trial  
7[f]   Cabining the “Broadest Reasonable Interpretation” 
7[g]   Species Claim Focused on the Commercial Embodiment 
7[g][1]  Early Stage Focus on the Species Claim  
7[g][2] Late Appellate Stage Focus on the Species Claim  
7[h]  Basis for a Second Application for Downstream Prosecution 
7[i]   Consistent and Correct English Usage 
7[j]   Chart Showing Specification Support for Claim Elements 
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8.  Near Term PTO Reforms, Harvesting the Low Hanging Fruit  
 
8[a]  MPEP, a Failed Statutory Mandate to Teach Practitioner Skills 
8[a][1]  Background of the Invention 
8[a][2]  Summary of the Invention  
8[a][3]  Pennwalt “All Elements” Rule for Patent Infringement 
8[a][3][A]  Limelight: Pennwalt Dressed in Internet Clothing   
8[a][3][B]  What the Manual Says about Pennwalt, Limelight   
8[a][4]   Prosecution History to Shape Scope of Protection 
 
8[b]  Failure of the Licensure Examination 
8[b][1]  Practical Drafting Knowledge is not Necessary for the Examination 
8[b][2]  Bar Review Courses Teach Nothing about Draftsmanship 
8[b][3]  Examination without Focus on Practitioner Skills 
8[b][4]  An Examination Worthless to Teach Drafting Skill Sets 
8[b][5]  The Better Japan Examination Model  
8[b][6]  “Guild System” Exclusion of  Lawyers 

 
 
8][c]  Drafting Gamesmanship, Abusive Business Techniques 
8[c][1]  Incentives to Game the System, without Penalty 
8[c][2]  General Recognition of the Existence of the Problem 
8[c][3]  Incentives to Abuse the System, without Consequences  
8[c][4]  Bonus Beyond Automatic Defensive Patent Protection 
8[c][5] Practitioner Gamesmanship to Build the “Jumbo” Application  
8[c][6] In Terrorem Offensive Strategies 
8[c][7] Examiner as the “Patent Policeman”  
8[c][7][A]  Historic “Undue Multiplicity” Rejection   
8[c][7][B]  Revival of “Undue Multiplicity” for Egregious Cases 
8[c][8]  “Representative Claims” Approach at the Federal Circuit  
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Index 

A 
“Abstract of the Disclosure”  

 Uniquely Tailored §1[g][1]   
 

Abstract of the Disclosure,  
“Basic Nature” of the Invention   6[f][5][C]   

 “Concise statement of … technical disclosure of patent” 6[l] 
Manual Requirements  6[f][5] , 6[l]  

 “Nature and Gist of Technical Disclosure” 6[l] 
 Manual Advice may Lead to Narrowed Patent Interpretation 6[l][2] 
 
 

Abstract, in PCT 6[l][3] 
Abuse of the System, Too Many Claims 8[c][6] 
Abusive Business Techniques 8[c] 
Academic Institution Patent Filing Regimes 1[c][3]  
“Advance in the Art”  1[g][18] 
“Admitted Prior Art” (in “Background of the Invention”) 6[k][6] 
Agarwal, Pavan A.  preface 
Akamai, see Limelight v. Akamai  
Alappat case 3[f][4] 
 
 “All Elements” Claim Drafting Rule 3[d], 8[a][3]   
 Nineteenth Century Foundation 3[d][1] 
 Pennwalt Refinement of the “All Elements” Rule  3[d][2] 

Pennwalt, Recent Case Law   3[d][3] 
 Value of Having Broad and Narrow Claims  3[d][5] 
  Limelight Single Actor Performs “All Elements” [3][d][6] 
  Single Actor Performs “All Elements” [3][d][6] 
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American Bar Association 1[a][1]   
Ariad case 1[b][2], 1[a][3][B][iii]   
Aristocrat Technologies case 3[f][4][A], 3[f][4][B]   
Armitage, Robert A. 1[a][1], [a][1][B]  
Apple § 1[c][1]   
Armstrong III, James Elwood  preface 
AstraZeneca 1[c][2] 
Atmel v. Information Storage Devices case 3[f][4][A] 
AT&T § 1[c][1]   
 

 B 

Background of the Invention  
“Admitted Prior Art” 6[k][6] 
“Best Practices” vs. Manual Model 8[a][1] 

   “Field of the Invention” 6[k][1] 
KSR-Related Problems with “Problems” 6[k][5] 
Most Applicants Include a Background  6[k][7]   
 “Problems” of the Invention 6[k][1] 
Problems with a “Background” Section 6[k][4] 
Rule 77(b)(5)  6[k]    
Should Say “Nothing Substantive” 6[k] 
Uniquely Tailored 1[g][2] 

 
“Basic Nature” of the Invention   6[f][5][C]   

  See also “Nature” of Invention 
 

Bayer HealthCare 1[c][2] 
Baluch, Andrew S. preface 
Barner, Sharon R. preface 
Bengoshi Japanese Lawyer Representation without Patent Examination 8[b][6] 
Best, Hon. George preface 
BMC v. Paymentech case 8[a][3][B]  
Bremmer, Howard 1[a][1][A],  1[a][1][B]   
Bretschneider, Barry E. preface 
Brinckerhoff, Courtenay 1[a][1][B] 
Brougher, Joanna T. 8[c][2] 
Burton, Bruce 1[a][1]   
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Business Objectives dictate Filing Strategy 

“Checkerboard” Defensive Protection 1[b][4] 
Defensive Coverage for an Existing Embodiment  1[b][3] 

 Offensive Coverage for Yet-to-Be-Invented Embodiments 1[b][2] 
“One Size Fits All” does not Apply 1[b][1] 
Written Understanding of the Business Objectives 1[b][6] 

 
Business Techniques, Abusive 8[c] 
“Broadest Reasonable Interpretation”,  

see also Claims 
 Cabined by Definition 6[i][2][D] 

Borkowski case 3[f][1] 
Beier, Friedrich-Karl 4[b][8] 
Blackboard v. Desire2Learn Case 3[f][4][A], 3[f][4][B] 

 

C 
“Carbon Paper Application Filings, Outdated Advice 6[f][6] 
Chandler case 8[c][6], 8[c][7][B]   
Chart Showing Basis for Claim Elements in the Specification 1[f][6][C]   
Chef America case 1[f][6][B] 
Chisum, Donald S.    preface    
California (University of) 1[a][1][B] , 1[c][3] 
California Institute of Technology 1[c][3] 
Cantor, Herbert I. preface 
Carter, Scott R. 1[d][4] 
Celera (Congressional testimony) 1[d][3] 
Chamberlain, Holly  8[b][2] 
Chandler case 8[c]7] 
 “Checkerboard” Defensive Protection 1[b][4] 
Chevron case 6[b] 
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Chisum, Donald S. 8[a][3][A]   
Chart Showing Specification Support for Claim Elements 7[j] 
Chinese language publications (as prior art) 1[a][3][A]  
“Claim Differentiation” as False Reason for Many Claims 3[c][1] 
Claim by Claim Priority Basis 4[b][1] 
Claim Language, Verbatim Recitation in Summary of Invention 6[i][2][A] 
 
Claims 
 see also “All Elements” Claim Drafting Rule; 
       Claim Structure; 
                         Element or Small Subcombination Claims; 

     “Undue Multiplicity” 
 

 Abuse of the System with Too Many Claims 8[c][6] 
 Analogy to real property deed 2[a][1][A]   

Boundaries defined with “Reasonable Certainty” 1[f][3][A] 
“Broadest Reasonable Interpretation” to Preserve Validity 1[f][4] 
“Broadest Reasonable Interpretation” in Post-Grant Proceedings1[f][4] 
Claim Drafting Eliminated from Registration Examination 8[b][2] 
“Claims First” Patent Draftsmanship  7[c] 
Coined terminology defining claim element 1[f][6][A] 
Commercial Success, Claims Commensurate in Scope  3[a][4] 
Consistent and Correct English Usage 7[i] 
Continuation to Gain Second Patent with Overlapping Claims 1[e][3] 
Creating an Environment for a Simple, Complete Prosecution 7[a] 
Define bounds of protection but not invention 2[a][1][A]   
English that Correctly Expresses the Invention 1[f][6][B]    
Focal point of the drafting process 1[e][4] 
Generalized Description of Each Element [3][a][2] 

 Inventorship Issues with Too Many Claims 3 
Kao case 3[a][4] 
Minimum Number of Claims 1[e][7] 
Nautilus Case 1[f][3][A] 
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Nexus Requirement 3[a][4] 
Nexus of Claim Keyed to a Nonobvious Feature 3[a][4] 
Primary Focus 3 

 Reasons for Presentation 3 
 Removed from Closest Prior Art 3[a][2], 3[a][3] 

Tiffin “cup case” 3[a][4] 
Varying Scope, Few Claims of 3[a] 

 Varying Number of Elements in Different Claims 3[a][1] 
“Written Description” Guidelines 3[a][4] 

 
Claim Structure 

Simple  Structure is Preferred 3[f] 
Applicant’s Freedom to Choose 3[f][1]   
Three Part Claim as the Default Claiming Choice 3[f][2] 

 Preamble 3[f][2] 
 Open Transition 3[f][2] 
 Elements 3[f][2] 

Special Claim Forms 3[f][3] 
“Means”-Defined Elements are Unduly Complex 3[f][4] 

 
Coalition for Patent Reform, see Twenty-First Century Coalition for Patent Reform 
Code of Federal Regulations, see Rules of Practice in Patent Cases, 
COGR, see Council on Governmental Relations 
Cohn, Andy 1[a][1][A], 1[a][1][B]   
Coinventorship, see Inventorship 
Colaruilli, Dana 1[a][1]   
Commissioner, see Director 
Columbia University 1[c][3] 
Conlin, David G. preface 
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Cordis v. Boston Scientific case 1[a][1][D]   
Continuing Application, Late Stage 4[c]  

Earliest Refiling to Possibly Avoid a Statutory Bar 4[c][1] 
 Intervening Prior Art 4[c][2] 
 New and Old Claims in a Continuing Application 4[c][3] 
 A Few, Finely Focused Claims 4[c][4] 

Identical Supporting Disclosure should be Maintained 4[c][5] 
 Demarcation of New vs. Old Text 4[c][6] 
Tailored “Background of the Invention” Specially Tailored 4[c][7] 
Adding Disclosure to Support Nonobviousness 4[c][8] 

 
Cooper, Barry A. 1[d][3] 
Cuozzo Speed Technologies case 1[f][4] 

“Cook Book” Examples, see Examples 
Examples (Support for claims) 
Inventor Guidance to Draft the “Cook Book” Example  2[a][3] 
Text of the Preferred Embodiment 1[a][3][D][i] , 2[a] 
Plural Examples for Generic “Upstream” Innovations 2[b] 
“Possession” as part of the “Written Description” Requirement 2[b][1] 

             “Possession” Obviousness, not Substitute for Disclosure 2[b][2]  
  Prophetic Exposition of Representative Examples 2[b][3] 

 “Prophetic” Example should be drafted in the Present Tense 2[b][4] 
 
Conyers, Rep. John  1[a][1] 
Council on Governmental Relations 1[a][1][B] 
Covington & Burling 1[a][1]   
Crowne, James 1[a][1]   
Curtis, George Ticknor 6[j][2] 
 

 
  



Wegner, Patent Drafting, A Holistic Approach (1st ed.  2015) 

356 
 

D  
DeCrappeo, Anthony 1[a][1][B] 
Defensive Protection,  

Plural Embodiments for Broad Scope 2[a][1] 
 Specific (versus Generic) Defensive Disclosure [2][a][1][A] 
Prophetic, Patent-Defeating Examples  2[a][1][B]   

 
Definitions at the Point of Novelty in Summary of Invention 6[i][2][C] 
Description, see Detailed Description of the Invention  

Detailed Description of the Invention  
Critical Feature of the Application 1[e][4] 

 Cabining “Broadest Reasonable Interpretation” 1[e][4] 
 
Dickinson, Q. Todd 1[a][1]   
 
Director’s Responsibility to Control Proceedings   
 Abuse of the System with Too Many Claims 8[c][6] 
 “Patent Policeman” Role of the Examiner 8[c][6] 

“Representative Claims” approach in Post Grant Proceeding 8[c][6] 
Too Many Claims 8[c][6] 

 “Undue Multiplicity” 8[c][6] 
Unreasonable number of claims 8[c][6] 
 

 
Donaldson case 3[f][4] 
“Downstream” Protection at the “Upstream” Stage 1[a][3][B][ii]   
Dual Priorities through Provisional Filing  1[a][3][E] 
Dunner, Donald R. 8[a][3][A]   
 
Duty of Disclosure 
 Inventorship Issues 3[b][4] 
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E 
Earlier-filed Later-Published applications (as prior art) 1[a][3][A] 
Element or Small Subcombination Claims  
  see also Claims 

Simple Claims to an Element or Small Subcombination 3[e] 
 Search for the Key Element 3[e][1] 
Generalization of the Key Feature 3[e][2] 
 A Reasonable Number of Subclaims 3[e][3] 
Feature Establishing Independent Basis for Patentability 3[e][4] 
Commercial Embodiments, Per se, and Unexpected Results 3[e][5] 

Eli Lilly [a][1][B], 1[c][2] 
Emcore, see Nichia v. Emcore case 
Enzo v. Applera case 8[c][2] 
Eon AT&T Mobility  3[f][4][B]   
“Essence” of the invention 1[g][4] 
“Essential” Feature of the Invention 1[g][5] 
Ethicon  v. Quigg 6[b] 
“Exact Nature” of the Invention 1[g][6] 
Examination for Patent Attorney, see Registration Examination 
Examiner as the “Patent Policeman” 8[c][7][B]   
Excessive Number of Claims 8[c][6] 
Exemplification of Alternate Embodiments 1[f][2] 
Exemplification of Claim Elements in Summary of Invention 6[i][2][B] 
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F 
 

Faber, Robert C. 8[a][3][A]   
Feldmar, Jason S. 1[d][3] 
Fendly, Stan 1[a][1]   
Fenwick & West 6[k][7]    
Festo case 8[a][4] 
 “Field of the Invention” 1[g][2], 1[g][3], 8[a][1] 
Filing Decision Before any Prior Art Event 1[d][1] 
Finisar 3[f][4][A], 3[f][4][B]   
 
First-to-File; see also Grace Period 
 Cold Reality of First to File 1[a][1] 
 First Application Elements in a First-to-File World 1[a][3] 

“First Filing”, Critical Elements     Keys… preface 
Publication of Patent Application to create Defensive Right 1[a][1] 

 Multiple Priority Applications under First-to-File 1[a][1][C] 
Priority Document for Foreign Protection 1[b][5] 

 
First Application Elements in a First-to-File World 1[a][3] 
“First Filing”, Critical Elements     Keys… preface 
Floam, Andrew D. 1[d][3] 
Flint case 8[c][6] 
“Fudge Factor” (Grace Period) 1[a][1][B]  
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G 
 
Gamesmanship by Practitioners 8[c] 
Gaming the System, Incentives 8[c][1] 
 “Jumbo” Application, Abuse of the System 8[c][5] 
Garlock, Vince 1[a][1]   
Gates, George H. 1[d][3] 
General Electric § 1[c][1]   
General Motors § 1[c][1]   
Generic Disclosure, Best Possible in First Filing  1[a][3][D][ii]   
Genus of Different Scope, see Priority to Genus of Different Scope 
Georgia Tech Research Corp. 1[c][3] 
German System of Lawyer Representation without Patent Examination 8[b][6] 
 “Gist” of the Invention 1[g][7] 
“Gist” as Example of an Antiquated MPEP Requirement 6[h] 
Glaxo SmithKline 1[c][2] 
Glossary Initiative 6[i] 
Google § 1[c][1]   
 
Grace Period 
 Academic Community Support for Broad Grace Period 1[a][1][B] 
 Foreign Systems Operate without 1[a][1][D]  

“Fudge Factor” 1[a][1][B]  
Prospective Reliance is Risky 1[d][2][B] 
Provisional Priority has Same Substantive Standard 1[d][5]   

 Disclosure of obvious modification not saved by Grace Period 1[a][1][A] 
 Grace Period provides no Practical Overseas Protection 1[a][1][E] 
 Prospective Use Untenable 1[a][1][A] 
 “Two Year Provisional” 1[a][1][B] 
 
Gregory, Hayden 1[a][1]   
Griswold, Gary    1[a][1]   
Gulbrandsen, Carl   1[a][1][B]   
 “Guild System” Exclusion of  Unregistered Lawyers from Practice 8[b][6] 
 

 



Wegner, Patent Drafting, A Holistic Approach (1st ed.  2015) 

360 
 

H 
 
 
“Heart” Feature of the Invention 1[g][8] 
Hewlett-Packard  1[c][1]   
Hill-Rom case [g][1], 6[c], 6[f][5]     
 
Holistic Approach, Why it  is Necessary 1[h] 

Production Quota for the Examiner 1[h][1]  
 Supervisory Primary Examiner Intervention 1[h][2] 
 Appellate Review at the PTAB 1[h][3] 
 

Horton, Carl 1[a][1]   
Huston, Dr. Marilyn M. 1[a][1][B]  
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I 
IBM § 1[c][1]   
Illinois  (University of) 1[c][3] 
 
Industry Specific Filing Considerations 1[c] 

Academic Institution Patent Filing Regimes 1[c][3] 
Manufacturing and Electronics Industries 1[c][1] 
Pharmaceutical Industry 1[c][2] 
 

Information Disclosure Statement (IDS) 5[b] 
Citation versus Characterization of Prior Art § 5[a], § 5[a][1]       
Admission to Create Prior Art Status 5[a][2] 

 Duty to Disclose under Rule 56 [5][b][1] 
 “Information” Important to the Examiner 5[b][2] 
Content of an IDS 5[b][2][A] 
Form of Submission 5[b][2][B]   
Cumulative Prior Art Should not be Cited 5[b][3] 
“[M]arginally relevant documents” should not be Cited  5[b][3][A] 
“Cumulative” Prior Art Defined  5[b][3][B] 

 
Infringement Search 2[d][3] 
 “Inventive Concept”  1[g][9] 
 
Inter Partes Review, see PTAB Post-Grant Proceedings    
In Terrorem Offensive Strategies 8[c][6] 
 
Inventorship  

Too Many Claims Creates Opening for Inventorship Issue §3[b] , 3[b][1] 
 “Starting Off” Point, Departure from the Prior Art 3[b][2] 

  Coinventor’s Right to License the Patent Right 3[b][3] 
  Duty of Disclosure Issue 3[b][4] 
 Minimizing Coinventorship Issues 2[c][]2] 
 
IPR (Inter Partes Review), see PTAB Post-Grant Proceedings    
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J  

 
Jackman, Peter A. 1[d][3]  
Jackson, Richard K. preface 
Japan Model for Licensure Examination 8[b][5]   
Japan System of Lawyer Representation without Patent Examination 8[b][6] 
Japanese language publications (as prior art) 1[a][3][A] 
Johnson, Philip S. 1[a][1] 
Johnson & Johnson 1[c][2] 
Joos, Ulrich 4[b][8] 

K 
Kaghan case 6[b] 
Kappos, David  J. 1[a][1][B] , 8[a][3][A]   
Katz case 3[f][4][B], 8[c][8]  
“Katz Exception” 3[f][4][B]   
Kawai case 4[a][1] 
Kennametal v. Ingersolling Cutting Tool case 2[a][1][A]   
Kirk, Michael K. 1[a][1] 
“Kitchen Cabinet” 1[a][1] 
Korean language publications (as prior art) 1[a][3][A] 
Korn, David 1[a][1]   
KSR case 6[k][5], 8[a][1] 
Kuffner, Kenneth E. preface 
Kyl, Sen. Jon 1[a][1], 1[a][1][A] 
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L 
 
Leahy, (Sen.) Patrick 1[a][1] 
 see also Leahy Smith America Invents Act   
Leahy Smith America Invents Act  passim 
 
Lee, Hon. Michelle K. 6[i] 
Leeds & Catlin v. Victor Talking Machine case 1[g][8] 
Lidoff, Herbert J. preface 
Liebel-Flarsheim case 1[f][4] 
Limelight v. Akamai 8[a][3], 8[a][3][B] 
Limelight: Pennwalt Dressed in Internet Clothing  8[a][3][A]   
Lindeman, Jeffrey A. 6[k][7]    
Linn, Hon. Richard preface 
LizardTech case 1[]f][2] 
 

M 
  
Maebius, Stephen B. preface 
Manual of Patent Application Drafting 7 
Manual of Patent Examining Procedure  6[d]  

1920 Origins of the Manual 6[d][1] 
 1949 First Edition 6[d][2]  
 Applicant’s Right to Rely upon Manual Procedures 6[b] 

Authorship of the Early Editions  6[d][3] 
Bar Review Criticism 8[b][2] 
 Binding Procedures on Examiner 6[d][2] 

          Danger in Relying on Manual Advice 6[f][5]   
     Federal Circuit Selectively Follows the Manual 6[c] 

Focus not on Coverage after Grant 6[e][3] 
Gist” as an Example of an Antiquated Requirement 6[h] 
Guidance on how to Draft an Application 6[e] 
Guide to Permitted Procedures 6[d][4] 
“Most Attorneys Follow the Manual” 6[e][2] 
Origins and Purpose 6[d] 
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Outdated Advice 1[a][2],  6[f][5][A] 
Patent Draftsmanship not Taught in MPEP 8[b][2]  
Primary Teaching Source of Patent Practice 1[a][2]    
Reluctance to Admit Repudiation of PTO Practice 6[f][5][B] 
Rules not based on Current Patent Law 6[e][1] 
Summary of the Invention, Example of a Failed Teaching 1[a][2][B]   
Tertiary Level of Authority 6[a] 
Theoretical Advice on Practice 6[d][5] 
Woolcott’s Manual [6][d][1] 

 
Marcus, Irving   preface 
Markman v. Westview Instruments case 2[a][1][A]   
Massachusetts Institute of Technology 1[c][3] 
Matal, Joe 1[a][1]   
McKelvie, Roderick 1[a][1]   
 “Means”-Defined Elements 

Algorithm Should be Disclosed in the Specification   §3[f][4][A] 
 “Katz Exception” 3[f][4][B]   

Unduly Complex 3[f][4] 
Medical Instrumentation v. Elekta 3[f][4][A] 
Merck v. Integra Lifesciences I case 1[b][2] 
Merck 1[c][2] 
Mercoid case 1[g][8] 
Michigan (University of) 1[c][3] 
Micron Technology § 1[c][1]   
Microsoft § 1[c][1]   
Miller, Steve 1[a][1]    
Mimeographed application filings, antiquated advice 6[f][5][D]   
“Minimum Elements” Rule 
  Flip Side of the “All Elements” Rule 3[d][4] 
Mosher, Ellsworth H. preface 
MPAD, see Manual of Patent Application Drafting  
Mueller, Douglas P. preface 
Mueller, Janice M. 8[a][3][A]   
Multiplicity, see “Undue Multiplicity” 

Moufang, Rainer 4[b][8] 
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N 
Narrow Claims to Pin Patentability on Unexpected Results 3[c][2]  
 
“Nature” of the Invention, as a Rule  

1870 Law Mandating Claims 6[j][3] 
1949 MPEP First Edition Correctly Cited “Nature” Rule 6[j][i] 
Curtis, George Ticknor 6[j][2] 
Definition of Infringement in the 1952 Patent Act 6[j][4] 
Early Statutory Origins for the “Nature” Requirement 6[j][2] 
Hogg v. Emerson (1836) 6[j][2] 
without Current Statutory Basis 6[j] 

 
“Nature” of invention, as relevant to Abstract  6[f][5][C]   
 “Nature” of Invention (as part of Patent Office Rule 73) 6[i][l] 
Nautilus Case 1[f][3][A] 
Net MoneyIN  v. VeriSign case 3[f][4][A], 3[f][4][B]   
New Railhead case 1[a][1][D], 1[d][6], 4[a][1] 
Nichia v. Emcore case 6[k][6] 
Norman, Douglas 1[a][1]   
Novartis 1[c][2] 
 “Novel Element” of the Invention 1[g][10] 

 

O 
“Object” of the Invention  1[g][11] 
“Object” of Invention (as part of Patent Office Rule 73) 6[i][l] 
 “One Hour” Provisional, First Filing after 1[d] 
“Operation” of the Invention   1[g][12] 
Overlapping Claims, Continuation to Gain Second Patent with 1[e][3]  
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P 
    
Papst Licensing case 1[f][6][B]    
PatBar Patent Bar Review 8[b][2] 
Patent Law as primary authority, contrast with MPEP 6[a] 
Patent Office Rule 73 (“Nature” of Invention) 6[i][l] 
“Patent Policeman”, Examiner as 8[c][7][B]   
Patent Resources Group, see PRG 
Patent Searches 2[d][3]   
 see Patentability Search, Validity Search 
 
Patentability Search 
 Informed Search with Inventor’s Knowledge 2[d] 
 Arming the Searcher with Known Prior Art 2[d][1] 

Willfully Blind” Search, Avoiding 2[d][2] 
 
“Patent Policeman” Role of the Examiner 8[c][6] 
Patent Trial and Appeal Board, see PTAB 
Patlex v. Mossinghoff case 6[b] 
PCT Abstract Information, see Abstract, in PCT 
Pellman, Irving preface 
Pennwalt, see “All Elements” Claim Drafting Rule  
Pennwalt case 1[b][3], 8[a][3]   
PES System Patent Bar Review 8[b][2] 
Pfizer 1[c][2] 
PGR (Post-Grant Review), see PTAB Post-Grant Proceedings    
PRG 8[b][2] 
Phillips v. AWH case 1[f][2] 
Plager, Hon. S. Jay 8[c][2] 
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“Plan B” (Grace Period Usage)  1[a][1][D]   
PLI Bar Review Course 8[b][2] 
Polk, C. Edward preface 
“Possession” in an Unpredictable Art  1[a][3][B][iii]   
Post-Grant Review, see PTAB Post-Grant Proceedings    
Practicing Law Institute, see PLI 
Prior Art Citation, see Information Disclosure Statement 

Prior Art Information  2[c] 
Predicate to Claim Drafting 2[c] 
 Inventor’s “Starting Off” Point, the State of the Art  2[c][1] 

 

Prior Art Search, see Patentability Search 

Priority based upon Earlier Application; see also 
                 Priority to Genus of Different Scope 

Priority standard same for all Parent Filings 4[a[1] 
 Parent Disclosure Key to International Patent Priority 4[a][2] 

 Literal “Word for Word” Support is not Required 4[a][3] 
Simple Test to Determine Priority Support 4[a][4] 
Steenbock Priority Keyed to the Same Invention 4[b] 
Priority Keyed to the Same Invention 4[b] 
Claim by Claim Priority Basis 4[b][1] 
Steenbock Priority Keyed to the Same Invention 4[b] 
Genus of Different Scope 4[b][2] 
Unclaimed Disclosure Basis for Later Claims 4[b][6] 
 

Priority to Genus of Different Scope 4[b][2] 
 Same Rule for Priority keyed to Provisional 4[b][3] 

Statutory Bar Intervening Prior Art 4[b][4] 
 Narrowed Range Barred by Intervening Disclosure 4[b][5] 
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Prior Art Unavailable at the time of First Filing 
 Earlier-filed Later-Published applications 1[a][3][A] 
 Korean language publications (as prior art) 1[a][3][A] 
 Chinese language publications (as prior art) 1[a][3][A] 
Japanese language publications (as prior art) 1[a][3][A] 

  
Problems” Faced by the Inventor 1[g][13] 
 
Prophetic Examples 

Defensive Protection 2[a][1] 
Patent-Defeating 2[a][1][B]   

 Present Tense 2[a][1][C]   
“How to Use” (for Biotech and Chemical Inventions) 2[a][2] 
Prophetic, Patent-Defeating Examples  2[a][1][B]   

 
Prosecution history 8[a][4] 
Provisional Application  
 see also Provisional Application Mythology 

Academic Community Reliance on the Provisional  1[d][4] 
 “Admitted Prior Art” 6[k][6] 

 California Institute of Technology  1[d][4] 
  “One Hour” Provisional 1[d][4] 

Provisional Filing For Dual Priorities 1[a][3][E] 
Suited for Most Academic Inventions 1[d][7] 

Premium Priority Filing in Shortest Time  Keys… preface 
 
Provisional Application Mythology 1[d][3] 
 Barney, James R. 1[d][3] 
 Kuo, Vivian S. 1[d][3] 
 Mossinghoff, Gerald J. 1[d][3] 
 Van Horn, Charles E. 1[d][3] 
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Provisional Model Suited for Most Academic Inventions 1[d][7] 
“Purpose” of the Invention 1[g][14] 
 
PTAB Post-Grant Proceedings    

Avoiding Sideshows to the Main Event 7[d]  
Basis for a Second Application for Downstream Prosecution 7[h] 
Chart Showing Specification Support for Claim Elements 7[j] 
Cabining the “Broadest Reasonable Interpretation” 7[f] 
Citation but not Characterization of the Prior Art 7[b] 
“Claims First” Patent Draftsmanship  7[c] 
Consistent and Correct English Usage 7[i] 
Creating an Environment for a Simple, Complete Prosecution 7[a] 
Drafting Steps to Bulletpoof a PTAB Proceeding 7  
Early Stage Focus on the Species Claim  7[g][1]   

 “Guild System” Exclusion of  Lawyers from PTO Practice 8[b][6] 
Late Appellate Stage Focus on the Species Claim  7[g][2]   
“Patent Policeman” Role 8[c][6] 
“Representative Claims” Approach to Control Excessive Claims 8[c][7][A] 
Species Claim Focused on the Commercial Embodiment 7[g] 
Withholding a Showing of Nonobviousness for the PTAB Trial  7[e] 

 

Q 
 
Quinn, Eugene  1[a][1][A], 1[d][2][B],2[d], 6[k], 8[b][2], 8[b][3]     
Qualcomm 1[c][1] 
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R 
Rader8[a][3][A]   

   
Radomsky, Leon preface 
Rainey, Matthew 1[a][1]   
Raymond, Dr. Robert P preface 
Rechtsanwälte German Lawyer Practice without Examination 8[b][6] 
 
Registration Examination 
 Bar Review Courses Teach Nothing about Draftsmanship 8[b][2]   

Bengoshi Japanese Lawyer Practice without Examination 8[b][6] 
Drafting Skills 7 
Failings of the Examination Process 8[b] 

 “Guild System” Exclusion of  Lawyers from PTO Practice 8[b][6] 
Japan Model 8[b][5]   

 MPEP doesn’t Teach Patent Draftsmanship 8[b][2]  
Practical Drafting Knowledge Unnecessary 8[b][1] 

 Rechtsanwälte German  Lawyer Practice without Examination 8[b][6] 
Statutory Mandate 7 
Suggestions for Improvement 8[b][5]   
without Focus on Practitioner Skills 8[b][3]   

 
Remington, Michael 1[a][1][A]  
Rubin, Ethan 8[b][2] 
“Representative Claims” Approach to Control Excessive Claims 8[c][7][A] 
Roche 1[c][2] 
Rowell v. Lindsay case 1[g][8] 
Rules of Practice in Patent Cases, contrast with MPEP 6[a] 
Ruscetta case 1[a][1][D]   
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S 
 
Same Invention Case (EPO) 4[b][8] 
Sanofi 1[c][2] 
Sanofi-Aventis Deutschland v. Glenmark case 1[g][13] 
Sauer, Hans 1[a][1]   
Schiffer, Mike 1[a][1]   
Schorr, Dr. Kristel  preface 
Schumacher v. Cornell case 1[g][8] 
Schwaab, Richard L. preface, 4[b][8] 
SciMed case 1[f][2] 
Searches, see Patent Searches 
Self, Laurie 1[a][1]   
Sheppard,  Prof. A. Christal   preface, 1[a][1] 
“Shorn claims” 1[g][15] 
 

Simple Presentation 
 Big Picture, a Simple, Straightforward Presentation 1[e] 

Simple Claims 1[e][1] 
Straight-Forward Supporting Disclosure 1[e][1] 
Simple Presentation Easy for the Examiner to Digest 1[e][2] 
Easy to Examine Application 1[e][5] 
First Impression by the Patent Examiner 1[e][6] 
Minimum Number of Claims 1[e][7] 
Prior Art Citations, Minimum Number of 1[e][8] 
Neutral, Non-Argumentative Specification 1[e][9] 
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Simplicity: Excluding Unimportant Features 1[g] 

“Advance in the Art”  1[g][18]  
 “Exact Nature” of the Invention 1[g][6] 
“Essence” of the invention 1[g][4] 
“Essential” Feature of the Invention 1[g][5] 
“Field of the Invention” 1[g][2], 1[g][3] 
“Gist” of the Invention 1[g][7] 
“Heart” Feature of the Invention 1[g][8] 
“Inventive Concept”  1[g][9] 

 

Simplicity: Excluding Unimportant Features 1[g] (continued) 
“Novel Element” of the Invention 1[g][10] 
“Object” of the Invention  1[g][11] 
“Operation” of the Invention   1[g][12] 
 “Problems” Faced by the Inventor 1[g][13\ 
 “Purpose” of the Invention 1[g][14] 
 “Shorn claims” 1[g][15] 
 “Substance” of the Invention   1[g][16]  
 “Thrust” of the Invention  1[g][17] 

 
Smith, Hon. Lamar, see Leahy Smith America Invents Act 
 
Species Claims 3[c][3]     

Early Stage Focus on the Species Claim  7[g][1]   
Late Appellate Stage Focus on the Species Claim  7[g][2]   
Species Claim Focused on the Commercial Embodiment 7[g] 
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Spivey, Jonathan R. preface 
Stanford University 1[c][3] 
Star Fruits case 8[c][6] 
Steenbock case 1[a][3][D][iii], 4[b] 
Steenbock Priority Keyed to the Same Invention 4[b] 
Steenbock Requirement for Generic Support  1[a][3][D][iii]   
Subcombination Claims 
 see Claims; Element or Small Subcombination Claims  
 “Substance” of the Invention   1[g][16]  
 
“Summary of the Invention” 1[e][4] 
  see also Summary of Invention, Best Practices  

“Broadest Reasonable Interpretation” , Cabining the 1[f][4] 
Definitions at the Point of Novelty 1[f][3] 
Exemplification of Alternate Embodiments 1[f][2] 

           Possession of Genus by Inventor 1[f][2][B]  
Possession of Invention by Applicant 1[f][2] 
Summary Should Mirror the Language of “Claim 1” 1[f][1] 
 

Summary of Invention, Best Practices  
 “Broadest Reasonable Interpretation” Cabined 6[i][2][D] 
Definitions at the Point of Novelty 6[i][2][C] 
Exemplification of Claim Elements 6[i][2][B] 
Verbatim Recitation of the Claim Language 6[i][2][A] 
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T 
 
Tafas v. Doll case 8[c][6], 8[c][7][B]   
Tafas v. Kappos case 8[c][6], 8[c][7][B]   
Tate Access Floors case 6[f][5],  [g][1]   
Teknowledge v. Akamai case 1[f][6][B]    
Texas (University of) 1[a][1][B] 
“Thrust” of the Invention  1[g][17] 
Trading Techs. v. eSpeed case 1[a][1][D], 1[d][6] 
Training Function of the PTO  8[b][2] 
Tu, Prof. Sean preface 
Tucker, William T. 1[a][1][B] 
Twenty-First Century Coalition for Patent Reform 1[a][1] 
   

      U 
 
Unclaimed Disclosure Basis for Later Claims 4[b][6] 
 
Under Secretary of Commerce, see Director 
 “Undue Multiplicity” 8[c][6], 8[c][7][B]   
 “Egregious Cases 8[c][7][B]   

“Substantial evidence” test to support undue rejection 8[c][6] 
 

 
United Carbon v. Binney & Smith case 8[c][2] 
Unimportant features, see Simplicity: Excluding Unimportant Features 
Unreasonable number of claims 8[c][6] 
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V 
Validity Search 2[d][3] 
Vamco case 2[a][1][A]   
Venter, J. Craig 1[d][3] 
Verbatim Recitation of the Claim Language in Summary of Invention 6[i][2][A] 
Vogel case 1[e][3], 8[c]7], 8[c][6] 
“Vogel Trailer” 1[e][3], 8[c]7] 8[c]7], 7[b][6] 
  

 

W 
Wakefield case 7[b][7], 8[c][7][B]   
Wakefield “Undue Multiplicity” Case  7[b][6] 
Wamsley, Herbert C. 1[a][1]   
WARF, see Wisconsin Alumni Research Foundation   
Wegner, Helmuth A.  preface 
Weinberger, Lorraine A. preface 
Wendel, Charles A. preface 
Williams, Sidney B. preface   
Wisconsin Alumni Research Foundation 1[a][1][A], 1[a][1][B], 1[c][3] 
Witherspoon,  John F. preface 
WMS Gaming case 3[f][4][B] 
   

 

X  Y  Z  
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