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President’s Message

Hello and welcome to LAIPLA’s 79th year of serving the Southern California
intellectual property community. Brian Arnold, our immediate past president, did
a wonderful job running the organization during 2011-2012. His presidency ended
in June on a very high note, with a memorably successful Spring Seminar at the
Torrey Pines Lodge in La Jolla, California. I would like to congratulate and thank
Brian not just for this past year of hard work, but also for the previous five years of
dedicated service that he gave to the organization as a director and officer of
LAIPLA. Furthermore, I am very glad that LAIPLA can continue to benefit from his
experience in his role on the Board as Past President.

The 2012-2013 Board and officers have embraced ambitious plans for the coming
year. We desire to bring you great events that reflect LAIPLA’s venerable tradition
of offering unique educational events and opportunities for members to connect.
We also wish to acknowledge the altering demographics of the organization and to
make some corresponding adjustments. To that end, the Board and officers have
been diligently working for the last two months to make significant changes,
including the following:

• completely rebuilding the website and adding many features, including a
                   blog by Harold C. Wagner;

• offering free membership to in-house counsel and their companies;
• developing an in-house counsel outreach program;
• planning training sessions and other special events for young lawyers;
• presenting new opportunities to interact with LAIPLA on LinkedIn,

                   Facebook, and Twitter; and
• hosting meetings in new locations.

We hope that you become as excited about this coming year as we are, and we look
forward to seeing you soon at an LAIPLA event.

LAIPLA is pleased to announce its inaugural event for the 2012-2013 fiscal year, a
fully-hosted networking mixer, which will be held at The Standard’s firepit lounge in
downtown Los Angeles on Tuesday, September 11, 2012.  The mixer offers a tremen-
dous networking opportunity to existing members and new members alike.  Please
join us at 6:00 p.m. for cocktails and light hors d’oeuvres as we begin another excit-
ing year.

Thanks to the generous support of our sponsors, Computer Packages Inc. and
Christie Parker & Hale LLP, there is no charge to attend.  However, we ask that you
register so that we are able to accommodate everyone.  Registration information can
be found at page 16 of this bulletin.  We look forward to seeing you at The Standard!
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Event Summary: Spring Seminar 2012
LAIPLA hosted another successful Spring Seminar in June, at the Lodge at Torrey Pines.  The Seminar kicked off with a
stimulating discussion on a current hot topic - patentable subject matter - followed by a candid discussion with several
distinguished federal judges from the Southern District of California.  The second day of the weekend continued the
enthusiasm with informative panels concerning international patent strategies, trial techniques, and patent monetization.
One of the highlights was a presentation by The Honorable Andrew Guilford (C.D. Cal.) and Joseph Re on the art of cross
examination, which was filled with amusing anecdotes that entertained the attendees throughout the discussion.  The
speakers presenting during the final day maintained the high level of excitement from the previous two days, educating the
audience with year-in-review presentations on Trademark, Copyright, and Patent Law.

It was not “all business” at the Lodge.  Attendees mingled with fellow LAIPLA members and special guests over breakfasts,
dinners, golf, tennis, and poker.  In addition, the Lodge and its beautiful surrounding area offered great alternative activi-
ties that many attendees enjoyed with their families.  The great weather further enabled the attendees truly to enjoy the
weekend.  Overall, the Spring Seminar was immaculate in every sense.

We would like to thank the panelists and attendees who provided insightful discussions throughout the weekend.  We also
would like to thank the members of the Planning Committee, who were all instrumental in planning the event, and the
LAIPLA administrators, who did a terrific job organizing the event.  Please look forward to our next Spring Seminar, which
will take place June 7-9, 2013, in Las Vegas!

Phillip Lee (Chair) and Brian Arnold (Past President)

If you are looking for opportunities to get involved with the LAIPLA, the organization currently has fifteen active commit-
tees, with nearly all eager for additional assistance. Below is the list of the committees, a brief description, and the person to
contact if you would like more information about joining:

• Law School Outreach Program – Responsible for arranging one panel discussion at each of the local law schools
                   in an effort to involve students in LAIPLA. Panels take place in September and early October. Contact Darren
                   Franklin at dfranklin@sheppardmullin.com.

• Newsletter – Responsible for regularly producing the LAIPLA Bulletin. Contact Sanjesh Sharma at
                   ssharma@cyiplaw.com.

• Judges’ Night – Annual dinner honoring the judiciary. The committee arranges and sets the program for the
                   evening. Contact Marsha Mullin at marsha.mullin@alston.com.

• Washington in the West – Annual day-long CLE seminar held in winter with speakers from the PTO. Contact Bita
                   Rahebi at brahebi@mofo.com.

• Spring Seminar – Annual three-day seminar to be held in Las Vegas in June. The committee arranges for speakers,
                   and it helps set up programs and topics. Contact Monica Scheetz at mscheetz@occourts.org.

• Membership – Responsible for updating membership lists, recruiting new members, and retaining current
                   members. Contact Scott Hansen at shansen@fulpat.com.

• Monthly Meetings – Responsible for arranging four or five dinner programs held in the fall and spring. Contact
                   Sanjesh Sharma at ssharma@cyiplaw.com.

• Website – Responsible for a major redesign of our website this year, and for making sure web content stays
                   current. Contact Mark Treitel at marktreitel@quinnemanuel.com.

• Litigation Round Table – Arranges one luncheon during the year on a topic of interest to litigators. Contact Brian
                   Horne at bhorne@knobbe.com.

• Sponsorship – Obtains sponsorships from firms and vendors. Contact Brian Arnold at barnold@loeb.com.
• Social Networking – Responsible for posting on Facebook, Twitter, and LinkedIn, as well as finding bloggers and

                   recruiting online audiences. Contact Mark Treitel at marktreitel@quinnemanuel.com.
• Judicial Advisor Liaison – Board member who liaises with judicial advisor.  Contact Laura Burson at

                   lburson@kirkland.com.
• Young Lawyers’ Committee – New committee.  Open to members practicing less than 10 years or younger than 40

                   years old. Will arrange one event for members during the year and one event for Spring Seminar, as well as set up
                   a training program agenda for 2013-2014. Contact Scott Hansen at shansen@fulpat.com.

• In-House Committee – New committee. Will focus on liaising with in-house counsel and identifying programs
                   that in-house counsel find particularly helpful. Contact Bita Rahebi at brahebi@mofo.com

• IP Association Intelligence Committee – New committee. Will reach out to other IP organizations in an effort to
                   discover what techniques and programs have been particularly effective for them, and make recommendations
                   regarding adoption of practices. Contact Greer Shaw at gshaw@swlaw.com.

Get Involved with LAIPLA
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By:  J. Eric Summer and Jianming Jimmy Hao
       Fox Rothschild LLP

Article: Classen - A Guide for
Post-Prometheus Patent Claims
The view and opinions expressed in this article are those solely of the author(s) and
are not of the Los Angeles Intellectual Property Law Association or its members.

LAIPLA is Looking for Publications
Starting November 2012, the LAIPLA Bulletin will feature articles by LAIPLA members.  For consideration, please submit
your one-paragraph byline to Sanjesh P. Sharma at ssharma@cyiplaw.com by September 7, 2012, and upon approval, a full
article by September 28, 2012.  Articles may be on any IP-related topic, and should be fewer than 1500 words.

Law360, New York (July 30, 2012, 1:57 PM ET) -- In the wake of the U.S. Supreme Court’s decision in Mayo Collaborative
Services v. Prometheus Laboratories Inc., 132 S.Ct. 1289 (2012), the 35 U.S.C. § 101 threshold for patentability of claims to
medical diagnostic methods is still a bit murky. It is clear that an active step is required and that the active step must be
something more than a “well-understood, routine, conventional activity previously engaged in by scientists who work in the
field.” Id at 1291. But, to date, no post-Prometheus decision has provided biotechnology practitioners with any further
guidance. Until such interpretative decisions are made, the question remains of what the standard should be for drafting a
valid claim under 35 U.S.C. § 101.

The answer to this question may have already been provided by the Federal Circuit. Its decision in Classen Immunothera-
pies Inc. v. Biogen IDEC, 659 F.3d 1057 (Fed. Cir. 2011), while prior to Prometheus, provides an analysis that appears to
satisfy the U.S. Supreme Court’s requirements. In Classen, the claims at issue related to immunization methods that included
some form of the following steps: (a) screening a series of immunization protocols across multiple populations for adverse
effects, (b) comparing those effects to identify the best protocol and (c) immunizing a patient in accordance with that proto-
col. Steps (a) and (b) were held by the Federal Circuit to be nothing more than an abstract idea. Id. at 1067. But, the last step,
actual immunization, was held to provide a “specific, tangible application” of the overall method. Id. at 1066. This physical
implementation of the idea formed the basis for the validity of the claims under 35 U.S.C. § 101.

The U.S. Supreme Court in Prometheus stated that some genuine application of a natural law or phenomenon must be
claimed, and it must be beyond what is well understood, routine or conventional. The last step in Classen, the physical
implementation, would appear to satisfy this requirement. Immunization, generally speaking, is certainly something that is
well known in the art and routinely applied. But in the context of the Classen claim, this step is much more specific. It
presents the culmination of the preceding idea and the application of a specific protocol on the basis of that idea (e.g.,
dosaging, time line for administration, etc.). A strong argument could be made that this step integrates the natural phenom-
enon into the process of the claim that would pass muster under Prometheus.

In theoretical application, claim steps (a) and (b) in Classen are similar to those at issue in Prometheus. The claims in the
latter case required the administration of a drug (6-thiopurine) and the evaluation of metabolite levels to determine the most
effective dosaging strategy. To this end, the claims in both Classen and Prometheus required “the idea” of an initial adminis-
tration and a screening of the results to identify an ideal protocol. The two claim sets diverge, however, when the claims in
Classen actually implemented the idea and the claims in Prometheus did not. Had the claims in Prometheus included a final
administration step, a strong argument could be made that the U.S. Supreme Court would have reached a different conclu-
sion or may not have even granted certiorari to hear the case.

Whether the petition for certiotari would (or would not) have been granted, of course, is largely conjecture. But, even still, one
cannot ignore the ease with which the valid claims of Classen fit within the rubric of Prometheus. At a minimum, Classen
provides practitioners with some guidance for what types of active limitations could be sufficient to cross the 35 U.S.C. § 101
threshold. That is, claims to medical diagnostic methods (or the like) could satisfy 35 U.S.C. § 101 by providing an active
follow-through step that is derived from or tailored to the results of a natural phenomenon or a comparative evaluation.
Practitioners, of course, will still want to consider the actor who will perform each of the claimed steps — particularly the
downside risks associated with the possibility of joint infringement. But, a practitioner armed with an understanding of
what types of active limitations traverse the 35 U.S.C. § 101 threshold can then turn to the avoidance of these other issues.
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The view and opinions expressed in this article are those solely of the author(s) and
are not of the Los Angeles Intellectual Property Law Association or its members.

Article: Oracle: A Quick Reference for Software Copyright Analysis

Law360, New York (July 27, 2012, 2:25 PM ET) -- Useful insights for computer software stakeholders emerged from the recent
collision of legal and business worlds in Oracle v. Google, N.D. Cal. Case No. 3:10-cv-03561-WHA. The case showcased
tensions between patent and copyright law, open source and proprietary software, and two tech business giants. It con-
cerned Oracle’s allegations that Google’s Android software platform for mobile devices infringed copyrights and patents
relating to the Java software platform that Oracle obtained in its acquisition of Sun Microsystems Inc., in 2010. Programs for
Google’s Android platform (Android apps) are written in a variation of Java, making it relatively easy for the large number of
Java programmers to develop Android apps.

Judge William Alsup structured the case in three phases for trial, with the first phase covering copyright issues, the second
phase covering patent issues, and the third phase covering damages (if needed). In the first phase, the jury would decide
copyright infringement-related issues and then the court would determine whether, as a matter of law, the allegedly in-
fringed aspects of Java were copyrightable. In this way, if the appellate court overturned the court’s ruling regarding
protectability, it could simply reinstate the jury’s verdict.

In phase one, the jury found that Google infringed Oracle’s copyrights with respect to 37 Java application programming
interface (API) packages, but the jury deadlocked on the follow-on question of whether the use was protected by fair use. In
phase two, the jury found no patent infringement.

Prior to moving forward with phase three on damages, Judge Alsup took up the question of whether the elements found to be
infringed were protectable by copyright, as a matter of law. Finding no case law directly on point, Judge Alsup relied on
general principles of copyright law announced by Congress, the U.S. Supreme Court, and the Ninth Circuit in his May 31,
2012, Order Re Copyrightability Of Certain Replicated Elements Of The Java Application Programming Interface (“order”).

Regardless of one’s views of the outcome of the Oracle v. Google case, the order provides a helpful roadmap to analysis of
software-related copyright issues. It also demonstrates the importance of a comprehensive legal approach to protecting
software, including patent protection for functional innovations where appropriate. This article summarizes the roadmap,
including a “quick reference” outline compiling salient high-level concepts that can be used in analysis of computer soft-
ware copyright issues.

Tension Between Patent and Copyright Protection for Software

Legal strategies for protecting computer software have sought footing in a number of substantive law areas, including
copyright and patent. In the abstract, these forms of intellectual property law are complementary: copyright protects expres-
sion, while patent protects function. In practice, however, the line between them has never been bright in the context of
computer software that embodies both expression and function. Oracle v. Google highlights this interface.

The distinctions between copyright and patent are important because copyright exclusivity lasts more than five times longer
than patent protection (95 years vs. about 17 years). In addition to the much longer term of copyright protection, the U.S.
Patent and Trademark Office examines patent applications for the requirements of patentability, while no examination is
performed by the Copyright Office. Copyright’s longer term of exclusivity and absence of governmental screening for eligibil-
ity justifies excluding from copyright protection subject matter that should instead be subject to the shorter term and govern-
mental scrutiny for eligibility that pertain under patent law.

Google’s Homebrewed Java APIs

Java originated at Sun Microsystems. In 2006, Sun announced that it would release the core Java platform as free and open
source software.[1] Oracle bought Sun in 2010 and, evidently, reconsidered the open source approach.

Before Oracle’s acquisition of Sun, Google and Sun had discussed the possibility of Google licensing Java for Google’s
Android mobile platform, but no agreement was reached. Instead, Google independently developed its own implementation
of Java APIs so that programs written in Java would be easily adapted to the Android platform. Google’s implementation
included certain aspects of 37 API packages from the Java API. Shortly after Oracle acquired Sun, Oracle brought claims for
patent and copyright infringement against Google based on the Android API and implementation.

By: Shawn G. Hansen
       Manatt Phelps & Phillips LLP

Continued on page 5
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In 2008, the Java API had a total of 166 packages, broken into more than six hundred classes, all broken into over 6,000
methods. Google determined that functions of 37 of the Java API packages were needed for mobile devices that would run
Android. Google replicated the exact names and exact functions of virtually all of these 37 packages but took care to use
different code to implement the 6,000-plus subroutines (methods) and 600-plus classes.

As to the 37 packages, the Java and Android libraries are organized in the same basic way, but Android was written in
implementations that are different from Java while solving the same problems and providing the same functions. Every
method and class is specified to carry out precise desired functions and, thus, the declaration line of code stating the specifi-
cations must be identical to carry out the given function.

Oracle’s Copyright Infringement Theory

It was undisputed that Google had not literally copied the software but had instead developed its own implementations of
the 37 API packages. Because the vast majority of the Android code at issue was not copied, Oracle resorted to the argument
that Google infringed by copying the “structure, sequence and organization” of the overall code for the 37 API packages.

Judge Alsup noted that the phrase “structure, sequence and organization” does not appear in the Copyright Act or its
legislative history but instead “crept into use to describe a residual property right where literal copying was absent.”
Oracle’s assertion of copyright in the “structure, sequence and organization” of Java raised the question whether Oracle was
more appropriately asserting an exclusive right to a functional system, process, or method of operation that belongs in the
realm of patents, not copyrights.

Applying the legal principles found in a review of the legislative history and case law, which are summarized below, Judge
Alsup concluded that no protectable elements of Java were included in Android as a matter of law. As a result, he granted
judgment in favor of Google on Oracle’s copyright claim.

Review of Copyright Law Regarding Computer Software

Judge Alsup’s order acknowledged that no one can copy line-for-line someone else’s copyrighted computer program. When
the line-by-line listings are different, however, protection has been sought for the “structure, sequence and organization” of
the copyrighted work, as Oracle did.

The Ninth Circuit recognized in Johnson Controls v. Phoenix Control Sys.[2] that nonliteral components of a program,
including the structure, sequence and organization and user interface, potentially can be protectable under copyright
depending on whether the structure, sequence and organization in question qualifies as an expression of an idea rather than
an idea itself. Johnson Controls, however, did not elaborate on which particular structures deserved copyright protection.
Notably, this decision arrived before the Second Circuit’s Computer Associates v. Altai decision, discussed below, the
approach of which has since been adopted in the Ninth Circuit.

In the time since Johnson Controls was decided in 1989, the regional circuit courts of appeals have tried a number of ap-
proaches for sorting out the idea-expression dichotomy in computer software cases.[3] Over time, the “abstract-filtration-
comparison” approach of Computer Associates has become the prevailing analysis in the Ninth Circuit.[4]

“Abstract-Filtration-Comparison” Quick Reference Outline

The “abstract-filtration-comparison” approach is summarized in the below “quick reference” outline, with additional detail
in the accompanying endnotes.

1) Abstract

First break down the allegedly infringed program into its constituent structural parts. For example, a computer program can
often be parsed into at least six levels of generally declining abstraction:

Article: Oracle: A Quick Reference for Software Copyright Analysis
Continued from page 4
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Continued from page 5
• main purpose,
• program structure or architecture,
• modules,
• algorithms and data structures,
• source code, and
• object code.[5]

Source and object code generally are protected; structures at higher levels of abstraction may or may not be protected.[6]

2) Filter

Then filter out structures that are not copyrightable:

• structures dictated by efficiency, including user simplicity and ease of use,[7]
• structures dictated by external factors (aka scenes a faire),[8]
• structures already found in the public domain,[9]
• any “idea, procedure, process, system, method of operation, concept, principle, or discovery, regardless of the form
                in which it is described, explained, illustrated, or embodied,”[10]
• structures within the “idea-expression identity” exception (“merger” doctrine),[11]
• names, titles and short phrases,[12]
• facts, and[13]
• software interface procedures necessary for interoperability.[14]

3) Compare

• Once a court has sifted out all elements of the allegedly infringed program which are not protectable, there may
                remain a core of protectable expression.

• In Brown Bag Software v. Symantec Corp., 960 F.2d 1465 (9th Cir. 1992), the Ninth Circuit outlined a two-part test
                for determining similarity between computer programs: the extrinsic and intrinsic tests.[15]

Judge Alsup’s Summary of Ruling

Based on the above-summarized analysis, Judge Alsup concluded that the 37 API packages the jury found infringed were
not protectable, summarizing his ruling as follows:

So long as the specific code used to implement a method is different, anyone is free under the Copyright Act to write his or
her own code to carry out exactly the same function or specification of any methods used in the Java API.  It does not matter
that the declaration or method header lines are identical. Under the rules of Java, they must be identical to declare a method
specifying the same functionality — even when the implementation is different. When there is only one way to express an
idea or function, then everyone is free to do so and no one can monopolize that expression. And, while the Android method
and class names could have been different from the names of their counterparts in Java and still have worked, copyright
protection never extends to names or short phrases as a matter of law.

It is true that the very same functionality could have been offered in Android without duplicating the exact command
structure used in Java. This could have been done by re-arranging the various methods under different groupings among the
various classes and packages (even if the same names had been used). In this sense, there were many ways to group the
methods yet still duplicate the same range of functionality.

But the names are more than just names — they are symbols in a command structure wherein the commands take the form
java.package.Class.method()

Each command calls into action a pre-assigned function. The overall name tree, of course, has creative elements but it is also
a precise command structure — a utilitarian and functional set of symbols, each to carry out a pre-assigned function. This

Article: Oracle: A Quick Reference for Software Copyright Analysis

Continued on page 7
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Continued from page 6

Continued on page 8

Article:  Oracle: A Quick Reference for Software Copyright Analysis

command structure is a system or method of operation under Section 102(b) of the Copyright Act and, therefore, cannot be
copyrighted. Duplication of the command structure is necessary for interoperability.[16]

Conclusion

Judge Alsup’s order observes that the trajectory of the law regarding protection of computer software has trended away from
copyright law and toward patent law. To be sure, copyright protection of source code and object code remains important for
software stakeholders. However, functional innovations cannot be protected under copyright and should instead be the
subject of patent protection to the extent possible. From a defensive perspective, risk of exposure to valid copyright infringe-
ment claims can be mitigated effectively by limiting access to and/or use of others’ software to the unprotectable structures
listed in the “quick reference” outline above.

The view and opinions expressed in this article are those solely of the author(s) and
are not of the Los Angeles Intellectual Property Law Association or its members.

Article:  Navigating The Looming Changes
to Post-Grant Challenges

By: J. Steven Baughman
       Ropes & Gray LLP

Law360, New York (July 26, 2012, 2:25 PM ET) -- The America Invents Act, signed into law on Sept. 16, 2011, has brought
with it a great deal of change — together with vast quantities of information, discussion and debate, as the U.S. Patent and
Trademark Office and the public wrestle with the AIA’s consequences and implementation. While it may be tempting to tune
out much of the post-AIA din, there are some real deadlines with real teeth looming just around the corner — and one of
these concerns patent re-examination and review. This article provides a brief overview of a significant decision point
coming on the AIA’s Sept. 16, 2012 anniversary for companies considering a challenge to an issued patent at the USPTO,
whether in connection with an existing litigation or a potential dispute.

Past as Prologue: Ex Parte and Inter Partes Re-Examination

Historically, patent challengers have had two potential USPTO options — ex parte or inter partes re-examination, which
became available in 1981 and 1999, respectively. Both offer a third-party challenger the chance to present invalidity argu-
ments to the USPTO based on prior art patents or printed publications in a formal request for re-examination.

The proposed rejections in the request are considered by an examiner. If they meet the statutory threshold, the re-examina-
tion is granted and the validity of the challenged claims is tested in a process resembling original examination of an applica-
tion, with the possibility of patent owner appeals to the USPTO’s Board of Patent Appeals and Interferences and the Federal
Circuit.

The historical threshold for initiating both processes had been that the request raised a “substantial new question of patent-
ability” regarding the challenged claims. The AIA already raised this standard as of Sept. 16, 2011 — but only for inter
partes re-examination — to “a reasonable likelihood that the requester would prevail with respect to at least 1 of the claims
challenged in the request.” Given the high rate at which inter partes re-examinations have historically been granted, how-
ever, this may not have been a particularly significant difference, although it required companies that had already prepared
requests to adapt them to address the new threshold.

In ex parte re-examination, the requester’s participation typically ends with the filing of the request (although the requester
may reply if the owner files an optional "owner’s statement"). In inter partes re-examination, on the other hand, the requester
has an ongoing opportunity to participate by filing comments within 30 days of any response by the patent owner, as well
as the right to take part in appeals.

Unlike ex parte requesters, inter partes requesters face an explicit statutory estoppel that attaches after exhaustion of all court
appeals and prevents them thereafter from litigating invalidity arguments they raised or “could have raised” during the
reexamination, or to dispute facts “determined” in the re-examination. For this reason, inter partes requests must identify the
“real party in interest,” while ex parte requesters may remain anonymous. In another significant difference, interviews with



the examiner are prohibited in inter partes re-examination, removing a powerful persuasive tool that can favor patent
owners in ex parte re-examination.

By the USPTO’s reckoning, ex parte re-examinations launched by third-party requesters resulted in changed or canceled
claims 76 percent of the time through fiscal year 2011 (12 percent resulted in cancellation of all claims, and 64 percent in
changed claims), and inter partes re-examinations resulted in changed or canceled claims 89 percent of the time (44 percent
resulted in cancellation of all claims, and 45 percent in changed claims). If the claims emerging from re-examination are not
“substantially identical” to the claims as they entered re-examination, the patent owner loses the ability to recover damages
before a re-examination certificate issues, and accused infringers may also benefit from intervening rights.

While these results have certainly interested many challengers, the strategic use of re-examinations can yield many advan-
tages beyond outright invalidation of claims or the elimination of past damages. Re-examinations may support a stay of
pending litigation, but can also provide substantive benefits whether or not there is a suit or proceedings are stayed. For
example, re-examination can force a patent owner to take on-the-record positions about numerous subjects — from claim
construction to prior art — that they might otherwise wish to avoid.

The file history emerging from re-examination can help support noninfringement positions, as well as challenges to priority
claims or the existence of patent-eligible subject matter, arguments about failure of written description or enablement, and
challenger positions on various other invalidity issues. In the right circumstances, re-examination may also provide a much-
needed separate forum for addressing invalidity — when, for example, the full presentation of both noninfringement and
invalidity arguments in a courtroom setting may be impractical or complex.

As this very brief overview suggests, there are a number of important differences between ex parte and inter partes re-
examination. At the most basic level, for some patents inter partes re-examination may not be available at all: The inter partes
version can be applied only to patents issuing from “original applications” filed on or after Nov. 29, 1999, although that
term has been construed to include “continuations, divisionals, continuations-in-part, continued prosecution applications
and the national stage phase of international applications.”

While there are ways in which ex parte re-examination can be deployed to more closely approximate inter partes re-exami-
nation (such as by creating ongoing participation through the filing of further requests for re-examination), even when both
forms are available there are a number of considerations — from anonymity to estoppel, and from the availability of inter-
views to the overall cost to a challenger — that may favor one version over the other in a particular context.

Out With the Old: Inter Partes Review Replaces Inter Partes Re-Examination

Although inter partes re-examination has become increasingly popular and has made up a growing proportion of all re-
examination requests, it will disappear after Sept. 15 with the close of the AIA’s first year. On Sept. 16, it will be replaced by a
new AIA-created mechanism: inter partes review. This administrative trial proceeding is modeled in part on the post-grant
review mechanism that will later become available for patents emerging from the first-to-file system (effective in March 2013),
and it has numerous significant differences from inter partes re-examination.

A complete description of inter partes review (or of post-grant review and its hybrid, the transitional review mechanism for
qualifying business method patents that will become available earlier, on Sept. 16) could fill many more articles than this
one, and is not attempted here. Nonetheless, the importance of the approaching changeover from inter partes re-examination
to inter partes review for patent challengers choosing how they will proceed at the USPTO can be illustrated by considering
just a few of their key differences (highlighted here based on provisions of the AIA and the USPTO’s initial rule proposals):

Basic Eligibility

Inter partes review, unlike inter partes re-examination, will be available for all patents, regardless of their application date.
However, would-be challengers who have been served with an infringement complaint more than a year earlier, or who
have filed suit challenging a patent’s validity, cannot request inter partes review. For some, this may mean that after Sept. 15,
when inter partes re-examination disappears, inter partes review will also be unavailable.

Continued from page 7
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Continued from page 8
Decision-Makers, Speed and Estoppel

In inter partes review, a third party’s challenge to validity will be decided by the new Patent Trial and Appeal Board (PTAB),
and — unlike an examiner in inter partes re-examination — the PTAB is required by statute to issue its final written determi-
nation within 12 months of deciding to initiate the review (with one possible six-month extension). Although, as in inter
partes re-examination, appeal to the Federal Circuit is available, there is no examiner-level process in inter partes review; the
new proceeding essentially removes an entire layer of decision makers.

And in inter partes review, estoppel (which will now be based on arguments the petitioner raised or “reasonably” could
have raised) attaches much earlier than in inter partes re-examination — specifically, at the time of the PTAB’s decision,
rather than after exhaustion of all court appeals. This change, coupled with the firm timeline for delivering a PTAB decision,
means that an inter partes review is much more likely than an inter partes re-examination to lead to estoppel before judg-
ment is reached in a co-pending district court litigation.

Amendments

Given the mandated speed of the process, the proposed logistics for inter partes review involve not only a greater front-
loading of evidentiary submissions than in inter partes re-examination, but also stricter formal limits on the patent owner’s
ability to amend claims. For example, the patent owner is permitted to file one motion to amend, in which the owner may
seek to cancel any claim and propose a “reasonable number of substitute claims.” This motion must respond to asserted
grounds of unpatentability, and additional motions are available only (1) if they are jointly agreed and would materially
advance settlement, or (2) if good cause is shown by patent owner.

Fees and Page Limits

The USPTO’s current proposals for inter partes review — which, together with the other proposed rules, are subject to
change before they are finalized in August — impose much higher filing fees than the $8,800 now required to file a request
for inter partes re-examination, and the fees are graduated based on the number of challenged claims. To challenge each
claim of a 30-claim patent in an inter partes review, for example, would require a $34,000 fee — and for 100 claims this
would jump to $176,800.

Coupled with this fee is a proposed 50-page limit on the petition, which would include any claim charts and must include a
newly mandated discussion of claim construction. In inter partes re-examination, on the other hand, there is no page limit
on requests, and the USPTO reports that requests for inter partes re-examination (with no mandatory claim construction
discussion) averaged 246 pages in length between October 2010 and June 2011. Like the other differences described here,
this change in fees and page limits may significantly affect, at a very practical level, how companies select and approach a
USPTO challenge.

Discovery and Settlement Provisions

Unlike inter partes re-examination, where no discovery is permitted and the proceeding (absent a final court decision) will
proceed to a conclusion with or without the participation of the third-party requester, inter partes review will make available
both limited discovery and provisions for settlement of the underlying patent dispute. Discovery in inter partes review
includes “deposition of witnesses submitting affidavits or declarations” and “what is otherwise necessary in the interest of
justice,” with the USPTO indicating that discovery in the latter category is “expected to be rare.” As to settlement, inter partes
review permits termination of a petitioner from the proceeding by joint request, and without estoppel, before a decision on
the merits. If no petitioners remain, the USPTO will determine whether or not it proceeds to a conclusion.

New Disclosure Requirements

In inter partes re-examination, only the patent owner has an ongoing duty of disclosure to the USPTO. The USPTO’s pro-
posed rules for inter partes review, however, would impose a new disclosure obligation on third-party challengers (as well
as patent owners) by requiring both parties to disclose “noncumulative information that is inconsistent with a position
advanced by the patent owner or petitioner during the proceeding” as part of routine discovery, unless otherwise ordered.

Article: Navigating the Looming Changes to Post-Grant Challenges
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Decisions, Decisions …

These and other very real differences between inter partes re-examination and inter partes review can have a serious practi-
cal and substantive impact on the success of a would-be challenger’s strategy at the USPTO. For this reason, as companies
contemplating a post-grant challenge weigh their choices among ex parte re-examination (which will remain available),
inter partes re-examination (which will disappear after Sept. 15, 2012), inter partes review (which takes its place on Sept. 16),
Transitional Business Method Review (available for qualifying patents on Sept. 16), and PGR (available later for “first-to-
file” regime patents), the AIA’s one-year anniversary will require some careful planning.

Article: Navigating the Looming Changes to Post-Grant Challenges
Continued from page 9

You may have noticed that LAIPLA’s website, www.laipla.net, was completely missing for a brief period this summer while
undergoing construction. The rebuilt site went live on August 20, 2012.

The new www.laipla.net is much easier to update and includes expanded features, such as a blog by Hal Wegner, and better
descriptions of our events and committees. It also provides more convenient payment options for those who prefer to pay
dues and register for events electronically.

LAIPLA owes many thanks to Board member Mark Treitel of Quinn Emanuel Urquhart & Sullivan, LLP, who has put in
dozens of late nights on this project, as well as to Jamie LeLiever of Murgitroyd & Company; Kyri Tsircou of Tsircou Intellec-
tual Property Law; Keith Newburry of Edwards Lifesciences, LLC; and Scott Hansen of Fulwider Patton LLP, all of whom
have contributed a great deal of time and energy to this sizeable project. We are also very happy to have Scott Kindred of
Safehouse Web on board as our new webmaster.

LAIPLA Has an Updated Website

It’s Time to Renew!

If you have not yet renewed your LAIPLA membership for 2012-2013, please do so now by filling out and submitting the
attached application, visiting the organization’s website at www.laipla.net or by contacting our administrators, Linda Cain
and Lisa Benavidez, at 626-974-5429 or laiplaoffice@gmail.com. Note that we are offering special dues rates for individuals
until September 15, 2012. After that date, dues for paying individuals jump $30 and for firms jump $50. So be sure to renew
your membership before then!

LAIPLA’s October Dinner Meeting will be held at The Olympic Collection in West Los Angeles on October 9, 2012.  Begin-
ning at 6:00 p.m., the meeting will feature a panel, including Jilana Miller, Senior Legal Counsel, Epson America Inc. and
Marie-Josée Cantin, Vice President, Business Affairs, Technicolor, who will share their insights on Business Development in
the New Economy: Advice from In-house Counsel.  Other panelists will be announced as confirmed. We look forward to
seeing you there!

Event Notice:  Dinner Meeting, October 9, 2012



Employment Opportunities

Morrison & Foerster
PATENT AGENT

Marketing Statement
Morrison & Foerster LLP is a premier global law firm committed to delivering success for our clients around the world.  We
achieve that by hiring the best talent for every position in our firm.  Our progressive workplace policies and our commit-
ment to diversity and collegiality create an environment ideally suited to teamwork and collaboration.  We are proud of our
numerous workplace awards, including being named to FORTUNE’s 2006 list of Best Companies to Work For, American
Lawyer’s 2006 ‘’A’’ list, and for several years running, have been the Vault survey’s #1 law firm for diversity.

Department
Agents in the patent group work on a variety of projects, including: drafting and prosecuting patents, preparing invalidity
and non-infringement opinions, analyzing patents in support of litigation and adversarial licensing, and performing due
diligence for corporate transactions and technology transfers.

Qualifications
Morrison & Foerster LLP is seeking to hire an exceptional patent agent.  This is an extraordinary opportunity to join one of
the finest law firms representing companies involved in developing and commercializing highly-innovative technologies
in the marketplace.  Morrison & Foerster works closely with clients from the earliest stages of their technical development,
offering valuable advice about how to protect their inventions and ideas in view of business strategies.  The successful
candidate must have a strong scientific background in electrical engineering with at a minimum of 1-4 years of work
experience as a patent agent.  Strong writing skills and admission to the USPTO is required.

Availability
Available Immediately

How to Apply
Apply online or through mail.

Recruiting Contact
Attorney Recruiting Morrison & Foerster LLP 555 West Fifth Street, Suite 3500 Los Angeles, CA  90013 Fax: (213) 892-5454
LAAttyRecruit@mofo.com

EEO Statement
Morrison & Foerster is an equal opportunity/affirmative action employer.

ASSOCIATE POSITION FOR IP/PATENT ATTORNEY

Law Offices of David L. Hoffman is looking for a patent lawyer with 3 to 5 years experience to be an associate.  (See us at
www.DLHpatent.com)  At least one year patent drafting and IP litigation experience.  We handle a variety of technolo-
gies—sweet spot in electro-mechanical, business methods, computer, and mechanical.  Portable work a plus but not
necessary.  Very pleasant work environment; no politics.  Email resume and cover letter to David@dlhpatent.com.
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Employment Opportunities
FITCH EVEN TABIN & FLANNERY, a national Intellectual Property law firm, is expanding its Woodland Hills office.
This location is away from the traffic and congestion of downtown Los Angeles.  FETF is seeking partners and associates
who have established client relationships.  We have offices in Chicago, San Diego, San Luis Obispo, Washington, D.C., and
Boulder.

To learn more about the firm and our practice, please visit us at: http://www.fitcheven.com.

All submissions are held in confidence. For confidential discussion and consideration, please contact:

Barbara La Rocco
Recruitment Coordinator
FITCH EVEN TABIN & FLANNERY
120 S. LaSalle Street, Suite 1600
Chigaco, IL 60603
Phone: 312-577-7000
Fax: 312-577-7007

Fulwider Patton LLP is the oldest IP boutique in Los Angeles. Our attorneys have expertise in all facets of intellectual
property, including patent drafting, trademark prosecution, copyright registration, trade secret protection, rights of privacy
and publicity, infringement and validity opinions, litigation, and the IP aspects of acquisitions and divestitures.

We are seeking partners and counsel who have established client relationships with portable business and are looking to
grow their practices on a well known platform with reasonable billing rates.

Our office is centrally located on Los Angeles’ Westside, just north of LAX.

All submissions will be held in confidence.  If you are interested in joining a dynamic boutique dedicated to helping you
grow your practice, please contact:

Kristin Corona
Fulwider Patton LLP
6060 Center Drive, 10th Floor
Los Angeles, CA 90045
Phone: 310-824-5555
Email: KCorona@fulpat.com
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Office Space to Share:  IP attorney on Wilshire Blvd. in Westwood has office space to share with another IP attorney having
self-sustaining or partially-sustaining practice.  Call Bob Seldon (310)443-9100 or email Bob at seldonlaw@verizon.net.  All
contacts held in confidence.



Intellectual Property Services

L. Kenneth Rosenthal
Strategic Innovation Services

Intellectual Property Investigations, Litigation Support
909-628-9890

www.Diamondipi.com
Former Head USC Patent and Copyright Office (7 years)

MBA - USC; BS - Physics, MIT; Patent Agent 29697
20 years experience in all phases of Intellectual Property
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VXL PATENT ILLUSTRATORS
A full service patent drafting company

Patent Drawings

Trademark Drawings

Providing High Quality Drawings:

 At low cost;  With Quick Turnaround; and  Available 24/7

Contact us at :
VXL Patent Illustrators

5001 Birch Street, Suite # 20
Newport Beach, CA 92660

Tel: 949-260-0440
949-370-4350

Fax: 949-266-9479
Email: singh@vxlpi.com
Website: www.vxlpi.com

Intellectual Property Services Offered

Intellectual Property Risk Management
Source Code Escrow, SEC 17a4, Litigation Discovery

InnovaSafe, Inc.
800-239-3989 Ext.4-788

www.innovasafe.com - info@innovasafe.com
“The Business Choice for Global IP Risk Management Solutions”
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LA IPLA
Los Angeles Intellectual Property Law Association

1430 S. Grand Avenue
Glendora, CA  91740
LAIPLAOffice@aol.com
http://www.laipla.net

Bulletin
Published by the Los Angeles
Intellectual Property Law
Association

Editor & Newsletter Chairperson
Oral Caglar

Officers
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Superior Court of California,
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MARSHA E. MULLIN
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Los Angeles, CA 90071

Secretary
DARREN FRANKLIN
Sheppard, Mullin, Richter &
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Los Angeles, CA 90071
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SCOTT HANSEN
Fulwider Patton LLP
6060 Center Drive, 10th Floor
Los Angeles, CA 90045
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Brian Horne
Bita Rahebi
Sanjesh Sharma
Greer Shaw
Mark Treitel
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Brian G. Arnold
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visit us at:
www.laipla.net

Sponsorship: A Good Way To Support LAIPLA and Highlight Your Firm

We have several opportunities for firms or companies to publicize their
organization by being a sponsor at one of our upcoming events.  Sponsors are
needed for our Monthly Meetings (one sponsor allowed each month), at the
Washington in the West Program (4-5 sponsors needed), at our Annual Spring
Seminar (7-8 sponsors needed), and at Judges’ Night.  If you are interested in
being a sponsor by contributing to the general budget, by contributing to a
specific event, or by being a tabletop sponsor at Washington in the West, Spring
Seminar or Judges’ Night, please contact Scott Hansen at 310-824-5555 or
shansen@fulpat.com.  Show your support, and feature your firm or company at
the same time.

Newsletter Submissions

LAIPLA Announces Sponsor Opportunities
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Have a short article, news item, or announcement that you would like to share
with the Association?  Send your submissions to the Editor of the LAIPLA Bulle-
tin: Oral Caglar, oral.caglar@yahoo.com.  Please direct advertising inquiries to the
Administrator, MCE International, at LAIPLAOffice@gmail.com.








